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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments with respect to claims 4-10 have been considered 
but are moot in view of the new ground(s) of rejection. 

Claim Objections 

2. Claims 4 and 8 are objected to because of the following informalities: 
"attempting to" does not recite positively. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject mailer which the applicant regards as his invention. 

Claims 4-8 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claims 4 and 8, the phrase "if renders the claim(s) indefinite because 
the claim(s) include(s) elements not actually disclosed (those encompassed by "or the 
like"), thereby rendering the scope of the claim(s) unascertainable. See MPEP 
§ 2173.05(d). 

The claim is conditional, as indicated by the "if clause. That means the call may 
or may not fail. If the call does not fail, the claim does not describe what takes place, thus 
becomes indefinite. 
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Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 4-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wheeler et al. (Wheeler), U.S. Patent No. 6639973, in view of Moran, US 
20020073142 Al. 

Regarding claim 4, Wheeler discloses a method comprising the step of: 
attempting to establish a call connection with a counterpart mobile terminal using the 
mobile terminal (i.e., an originating party places a call through an originating party call 
control, through a network, through a terminating party call control to a terminating 
subscriber) (see abstract); and if the call connection between the mobile terminal and the 
counterpart mobile terminal is not established, transmits, using information entered 
during the attempt to establish the call connection, a predetermined message to the 
counterpart mobile terminal (i.e., in a situation where the terminating party computer is 
not available, the originating party through call treatment rule set send a pre-stored 
message is sent) (see fig. 5, col. 2, lines 40-55, and col. 4, lines 37-59). 

More particularly, Wheeler discloses the following regarding the process of 
transmitting a pre-stored message to the other telephone: 

The originating party must pre-configure options in the tables (128, 130, 132) of 
the call treatment rule set 33 within the call treatment rule set 33 for particular individuals 
or groups in the event that certain terminating parties are not reachable, block 120. The 
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originating party attempts a connection with Joe Smith via a mobile phone, 140. Joe 
Smith's line is busy, block 142. The originating subscriber then has pre-selected an 
instant message from a web menu, block 144. Call treatment rule set 33 selects Joe's 
mobile and the appropriate corresponding address, 122. The originating party has pre- 
selected for this situation a default message of "urgent, please call", block 146. Path 124 
is selected and points to the service options 130. The service options 130 includes the 
instant message option and points to the list of instant messages, 1 32. The selected 
message is obtained from data storage. That is, the "urgent, please call" message is 
copied from the instant message options 132. Lastly, the message "urgent, please call" is 
sent to Joe's mobile phone via the IPv6 address and displayed on Joe's mobile phone, 
block 148 (see fig. 5, col. 4, lines 37-59) 

From the above, one skilled in the art would unhesitatingly conceptualize that 
only one single dial procedure takes place for the user to transmit the pre-stored message 
to Joe's mobile phone. 

Wheeler, however, does not specifically disclose that a one touch-button is 
pressed to transmit the message after failure. 

However, Moran discloses a method wherein with the service of voice mail or 
answering devices most people have to repeat this information several times a day. A 
user is able to pre-record messages stored at a messaging server, such as voice, text or 
video messages, or multimedia messages comprising a combination of these. The user is 
then able to send one of the pre-recorded messages to the mail box of a destination party 
by providing information about the directory number of the destination party mail box 
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and, for example, pressing a particular function key on a telephone handset . See 
abstract. 

Also, it should be noted that the process of voicemail or voice message indicates 
the unavailability of the called party. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine the teachings as described by Moran with the teachings 
described by Wheeler to arrive at the claimed invention. A motivation for doing so 
would have been to facilitate the sending of messages to a destination party. 

Regarding claim 8, Wheeler discloses a method comprising the step of: 
attempting to establish a call connection with a counterpart mobile terminal using the 
mobile terminal (i.e., an originating party places a call through an originating party call 
control, through a network, through a terminating party call control to a terminating 
subscriber) (see abstract); and if the call connection between the mobile terminal and the 
counterpart mobile terminal is not established, transmits, using information entered 
during the attempt to establish the call connection, a phone number of the mobile 
terminal (as known in the art, the identification of the calling party is sent to the called 
party when a call connection is made) and a predetermined message to the counterpart 
mobile terminal (i.e., in a situation where the terminating party computer is not available, 
the originating party through call treatment rule set send a pre-stored message is sent) 
(see col. 2, lines 40-55, and col. 4, lines 37-59). 

More particularly, Wheeler discloses the following regarding the process 
of transmitting a pre-stored message to the other telephone: 
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The originating party must pre-configure options in the tables (128, 130, 132) of 
the call treatment rule set 33 within the call treatment rule set 33 for particular individuals 
or groups in the event that certain terminating parties are not reachable, block 120. The 
originating party attempts a connection with Joe Smith via a mobile phone, 140. Joe 
Smith's line is busy, block 142. The originating subscriber then has pre-selected an 
instant message from a web menu, block 144. Call treatment rule set 33 selects Joe's 
mobile and the appropriate corresponding address, 122. The originating party has pre- 
selected for this situation a default message of "urgent, please call", block 146. Path 124 
is selected and points to the service options 130. The service options 130 includes the 
instant message option and points to the list of instant messages, 132. The selected 
message is obtained from data storage. That is, the "urgent, please call" message is 
copied from the instant message options 132. Lastly, the message "urgent, please call" is 
sent to Joe's mobile phone via the IPv6 address and displayed on Joe's mobile phone, 
block 148 (see fig. 5, col. 4, lines 37-59) 

From the above, one skilled in the art would unhesitatingly conceptualize that 
only one single dial procedure takes place for the user to transmit the pre-stored message 
to Joe's mobile phone. 

Wheeler, however, does not specifically disclose that a one touch-button is 
pressed to transmit the message after failure. 

However, Moran discloses a method wherein with the service of voice mail or 
answering devices most people have to repeat this information several times a day. A 
user is able to pre-record messages stored at a messaging server, such as voice, text or 
video messages, or multimedia messages comprising a combination of these. The user is 
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then able to send one of the pre-recorded messages to the mail box of a destination party 
by providing information about the directory number of the destination party mail box 
and, for example, pressing a particular function key on a telephone handset . See 
abstract. 

Also, it should be noted that the process of voicemail or voice message indicates 
the unavailability of the called party. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to combine the teachings as described by Moran with the teachings 
described by Wheeler to arrive at the claimed invention. A motivation for doing so 
would have been to facilitate the sending of messages to a destination party. 

Regarding claim 5, Wheeler discloses a method (see claim 4 rejection) which 
includes the steps of: reading out a phone number of the mobile terminal (i.e., pre-stored 
phone number) and the predetermined message (i.e., pre-stored text message) from a 
memory of the mobile terminal (see col. 2, lines 45-55, also refer to col. 1, lines 3-10); 
and simultaneously transmitting the phone number of the mobile terminal and the 
predetermined message to the counterpart mobile terminal (i.e., in a situation where the 
terminating party computer is not available, the originating party through call treatment 
rule set send a pre-stored message is sent) (see col. 2, lines 40-55, and col. 4, lines 37- 
59). 

Regarding claims 6 and 9, the combination of Wheeler and Moran discloses a 
method wherein a predetermined message to be sent to a destination address is a pre- 
recorded voice or text message (see abstract). 
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Regarding claim 7 and 10, Wheeler discloses a method (see claims 4 and 8 
rejections) wherein the predetermined message is a previously entered text message (i.e., 
pre-stored text message) (see col. 4, lines 49-51). 

Conclusion 

5. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to PIERRE-LOUIS DESIR whose telephone 
number is (571)272-7799. The examiner can normally be reached on Monday-Friday 
9:00AM- 5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dwayne Bost can be reached on (571 )272-7023. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Pierre-Louis Desir/ 
Examiner, Art Unit 2617 
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